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Status 

1 )EI Responsive to communication(s) filed on 28 May 2004 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD, 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 12-25 is/are pending in the application. 

4a) Of the above claim(s) 14-25 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) S Claim (s) 12 and 13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) [X] Claim(s) 12-25 are subject to restriction and/or election requirement. 
Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)|EI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. KI Certified copies of the priority documents have been received in Application No. 09/899.188 . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 12-13, drawn to an apparatus, classified in class 118, subclass 723e. 

II. Claims 14-25, drawn to a method, classified in class 427, subclass 535+. 

2. Inventions I and II are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). In this case, the apparatus as 
claimed can be used to practice another and materially different process such as processing 
planar or non-cylindrical substrates. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, and because the search 
required for Group 1 is not required for Group 11, restriction for examination purposes as 
indicated is proper. 

It should be noted that if applicant selects the method claims of Group II, a Species from 
below should be selected also. 

4. This application contains claims directed to the following patentably distinct species of 
the claimed invention: 
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Species I- Figure 3 
Species II- Figure 4 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, there are no generic claims. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

5. During a telephone conversation with Mr. Peter Saxon on September 30, 2004 a 
provisional election was made with traverse to prosecute the invention of Group I, claims 12 and 
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13. Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 14-25 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as 
being drawn to a non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(i). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR L56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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9. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okamura et al. (Japanese Patent Publication 11-319546) in view ofTurlot et al. (U.S. 5,515,986). 

Referring to Drawing 1, the abstract, and paragraph [0007], Okamura discloses a plasma 
treatment apparatus comprising a plurality of reactors 1 100 each an evacuable inside where at 
least one treatment substrate 1 107 is set in; a high frequency power means 1 1 1 1 for supplying 
high-frequency power into each reactor having been inside-evacuated, to cause glow discharge to 
take place in the reactor, wherein each of the reactors and the high-frequency power supply 
means are provided separably; an impedance regulation means 1110 provided correspondingly 
to the impedances of the reactors in order to regulate impedance on the side of each reactor and 
on the side of the high-frequency power supply means; and a moving means 1 104 for moving the 
reactors. 

Okamura et al. fail to teach a plurality of impedance regulation means corresponding to 
the impedances of each of the reactors 

Referring to Figures 2a-2d, column 3, line 60 -column 4, line 20, and column 6, line 62- 
column 7, line 21, Turlot et al. teaches a plasma treatment apparatus having a plurality of 
impedance regulation means corresponding to the impedances of each of the reactors 20. By 
using a plurality of impedance regulation means, the process conditions may be adjusted for each 
reactor (col. 7, lines 2-9). Thus, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to provide the reactors of Okamura et al. with a plurality of impedance 
regulation means as taught by Turlot et al. in order to adjust the process conditions for each 
reactor. 
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With respect to claim 13, Okamura et al. discloses that the substrate is an 
electrophotographic photosensitive member (abstract and par. [0007]). Additionally, it should be 
noted that the type of substrate (i.e. electrophotographic photosensitive member) used in 
apparatus claims is not given patentable weight (In re Young, 75 F.2d 996, 25 USPQ 69 (CCPA - 
1935) (as restated in In re Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963))). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Nakamura et al.'329 teaches a plurality of movable chambers. Yoshino et al/955, 
Yamazaki'298, Aoi' 125, and Wurezinger'566 teach a plurality of plasma processing chambers. 
Mikami et al.'640 teaches processing an electrophotographic photosensitive member. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michelle Crowell whose telephone number is (571) 272-1432. 
The examiner can normally be reached on M-F (9:00 - 5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Mills can be reached on (571) 272-1439. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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